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The opinion in support of the decision being entered today (1)
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FLEM NG, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of
clainms 27 through 34, all of the clainms pending in the present

application. Cdains 1 through 26 have been cancel ed.
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The invention relates to a testing and finishing

system for integrated circuit package units (ICPUs). In

particul ar, Appellant discloses on page 2 of the specification

that the present

i nvention has integrated all individual

operations into one assenbly linking all the equi pnent and

stations together form ng an auto-test and finishing system

A copy of independent claim27 is attached to this decision.
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Tomta | -181551 July 19, 1989
(Japanese Patent)

Clainms 27 through 31, 33 and 34 stand rejected under 35
U S.C. 8 103 as being unpatentable over Appellant's admtted
prior art, Swapp, Kodama, Fukui, Tomta, WIkin, Takenoto,
Yonenura, Nara, Noguchi and Pearson.

Claim 32 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over the conbi nation of Appellant's admtted
prior art, Swapp, Kodama, Fukui, Tomta, WIkin, Takenoto,
Yonenura, Nara, Noguchi and Pearson, and further in view of
Yabe and Mat sunaga.

Rat her than reiterate the argunments of Appellant and the
Exam ner, reference is nmade to the briefs' and the answer for
the respective details thereof.

OPI NI ON
W w il not sustain the rejection of clainms 27 through 34

under 35 U.S.C. § 103.

! Appellant filed an appeal brief on June 23, 1995.
Appel lant filed a reply brief on Cctober 23, 1995. The
Exam ner mail ed a communi cation on February 6, 1996 stating
that the reply brief has been entered and consi dered but no
further response by the Exam ner is deened necessary.
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The Exam ner has failed to set forth a prim facie case.
It is the burden of the Exam ner to establish why one having
ordinary skill in the art would have been led to the clained
i nvention by the express teachings or suggestions found in the
prior art, or by inplications contained in such teachings or
suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6
(Fed. Gr. 1983). "Additionally, when determ ning
obvi ousness, the clained invention should be considered as a
whol e; there is no legally recogni zable 'heart' of the
invention." Para-Ordnance Mg. v. SGS Inporters Int'l, Inc.,
73 F.3d 1085, 1087, 37 uUsP@d 1237, 1239 (Fed. Cr. 1995),
cert. denied, 519 U S. 822 (1996), citing W L. Core &
Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ
303, 309 (Fed. Gr. 1983), cert. denied, 469 U S. 851 (1984).

On pages 16-24 of the brief, Appellant argues that the
Exam ner has failed to recognize that the prior art does not
teach automatic transportati on of unenclosed | CPUs from one
treatment or test station to another. Appellant further
argues that the Exam ner has failed to recognize that the
prior art does not teach the integration of treatnent and test

stations for testing, marking, sorting, and packing | CPUs of
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different categories wthout the need to package and repackage
| CPUs before separate individual process operations are

performed. On page 2

of the reply brief, Appellant further argues that the prior
art does not teach the continuous |inking of process stations
and the automati c novenent of unencl osed | CPUs from one
process station to another process station. On page 23 of the
brief, Appellant further argues that there nust be sone
| ogi cal reason for conmbining the prior art and formulating a
rejection other than the hindsight gl eaned fromthe invention
itself. Appellant argues that it appears that the Exam ner's
conpilation of prior art is not based upon any | ogical
connection of such art, but upon an attenpt to fashion a
theory extracted from Appel |l ant's teachi ngs.

On page 9 of the answer, the Exam ner responds to
Appel lant's argunment stating that it has been recogni zed t hat
any judgnent on obviousness is, in a sense, necessarily a
reconstructi on based upon hindsi ght reasoning. The Exani ner

further states that so long as the Exam ner's rejection takes
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into account only the know edge which was within the | evel of
ordinary skill at the time the clainmed invention was
concei ved, and so long as the rejection does not include
know edge gl eaned only from Appellant’'s disclosure, such a
reconstruction i s proper.

The Federal Circuit states that "[t]he nere fact that the
prior art may be nodified in the manner suggested by the
Exam ner does not neke the nodification obvious unless the
prior art suggested the desirability of the nodification.” In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84
n.14 (Fed. CGr. 1992), citing In re Gordon, 733 F.2d 900, 902,
221 USPQ 1125, 1127 (Fed. Gr. 1984). It is further
established that “[s]uch a suggestion nmay conme fromthe nature
of the problemto be solved, leading inventors to look to
references relating to possible solutions to that problem”
Pro-Mold & Tool Co. v. Great Lakes Plastics, Inc., 75 F.3d
1568, 1573, 37 USPQR2d 1626, 1630 (Fed. Gr. 1996), citing In
re Rinehart, 531 F.2d 1048, 1054, 189 USPQ 143, 149 (CCPA
1976) (considering the problemto be solved in a determ nation
of obviousness). The Federal G rcuit reasons in Para-O dnance

Mg. Inc. v. SGS Inporters Int’l Inc., 73 F.3d 1085, 1088-89,
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37 USP@@d 1237, 1239-40 (Fed. Cr. 1995), cert. denied, 519

U S 822 (1996), that for the determ nation of obviousness,
the court nust answer whether one of ordinary skill in the art
who sets out to solve the problem and who had before himin
hi s workshop the prior art, would have been reasonably
expected to use the solution that is clained by the
Appel l ants. However, "[o]bviousness nay not be established

usi ng hi ndsi ght or
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in view of the teachings or suggestions of the invention."

Para- Or dnance Mg. v. SGS Inporters Int'l, 73 F.3d at 1087, 37
UsPd at 1239, citing WL. Gore & Assocs., Inc. v. Garl ock,
Inc., 721 F.2d at 1551, 1553, 220 USPQ at 311, 312-13. In

addi tion, our reviewi ng court requires the PTOto nmake
specific findings on a suggestion to conbine prior art
references. In re Denbiczak, 175 F.3d 994, 1000-01, 50
UsPQ@d 1614, 1617-19 (Fed. Cir. 1999).

Upon our review of the references cited by the Exam ner,
we fail to find that the Exam ner has made specific findings
on a suggestion to conbine these prior art references. In
particular, we fail to find that the Exam ner has shown that
the prior art suggests automating transportation of unencl osed
| CPUs fromone treatnent or test station to another station.
In addition, the Exam ner has failed to show that the prior
art teaches or suggests the integration of treatnent and test
stations for testing, marking, sorting and packing | CPUs of
different categories w thout the need to package and repackage
| CPUs before separate individual process operations are

per f or med.
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In view of the foregoing, we will not sustain the
rejection of clainms 27 through 34 under 35 U . S.C. § 103.

Accordingly, the Exam ner's decision is reversed.

REVERSED
KENNETH W HAI RSTON )
Adm ni strative Patent Judge )

BOARD OF PATENT
M CHAEL R FLEM NG

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JOSEPH L. DI XON
Adm ni strative Patent Judge
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PH LI P RODVAN

RCDVAN & RODVAN

7-11 S. BROADVWAY

VWH TE PLAINS, NY 10601

MRF/dal
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APPENDI X

27. A nmethod of testing, marking, sorting and packi ng
different classification of integrated circuit package units
(ICPUs) that are initially enclosed in carrier tubes
conpri si ng,

a) automatically positioning carrier tubes containing
|CPUs in a position that | ocates the ICPUs in a dead bug
orientation,

b) automatically noving the carrier tubes with the | CPUs
in the previously positioned dead bug orientation to a
condi tioning station,

c) automatically unloading the I1CPUs fromthe carrier
tubes at the conditioning station in the dead bug orientation
such that the I CPUs are unencl osed, and automatically
conditioning the individual, unenclosed |ICPUs wth heat,

d) automatically transporting the conditioned | CPUs,
whi | e unencl osed and in the dead bug orientation, fromthe
conditioning station to an environnental test station and
automatically testing the electrical paraneters of the
conditioned ICPUs at the environnental test station while the
| CPUs are in the dead bug orientation,

e) automatically cooling the conditioned and unencl osed
| CPUs while the ICPUs are in the dead bug orientation and
automatically transporting the cooled I CPUs, while the | CPUs
are unencl osed and in the dead bug orientation, fromthe
environnental test station to an anbient tenperature test
station,

f) automatically testing the cooled I CPUs at the anbient
tenperature test station for quality assurance while the | CPUs
are unencl osed and in the dead bug orientation and thereafter
automatically transporting the quality tested I CPUs, while
unencl osed and in the dead bug orientation, fromthe anbi ent
tenperature test station to an orientation station,
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g) automatically orienting the quality tested | CPUs at
the orientation station while the I CPUs are unencl osed, from
the dead bug orientation to a |ive bug orientation and
automatically transporting the 1CPUs while unenclosed and in
the live bug orientation fromthe orientation station to a
degreasi ng station,

h) automatically degreasing the ICPUs at the degreasing
station while the I1CPUs are unenclosed and in the |live bug
orientation and automatically transporting the degreased
| CPUs, while the ICPUs are unenclosed and in the live bug
orientation, fromthe degreasing station to a marking station,

i) providing a set of markers at the marking station,
such that each marker in the set has different classification
i ndicia corresponding to each different classification of the
| CPUs and autonmatically marking the degreased I CPUs at the
mar ki ng station while the I1CPUs are unenclosed and in the |ive
bug orientation, with a classification indicia that
corresponds to the classification of the ICPU, and
automatically transporting the marked | CPUs, while the | CPUs
are unencl osed and in the live bug orientation, fromthe
mar ki ng station to an ultraviolet station,

j) automatically heating the marked | CPUs at the
ultraviolet station while the 1CPUs are unenclosed and in the
live bug orientation, using an ultraviolet source, and
automatically transporting the heated I CPUs, while the | CPUs
are unencl osed and in the live bug orientation, fromthe
ultraviolet station to a | ead strai ghtening station,

k) automatically scanning all the ICPUs at the |ead
straightening station while the | CPUs are unencl osed and in
the live bug orientation, for any bent |eads and automatically
strai ghtening any bent |eads of the ICPUs while the I CPUs are
inthe live bug orientation, and automatically transporting
the 1CPUs, while the ICPUs are unenclosed and in the |ive bug
orientation, fromthe | ead straightening station to a bi nning,
but t oni ng and packi ng stati on,
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) at the binning, buttoning and packing station,
automatically segregating | CPUs of common classification while
the I CPUs are unencl osed and automatically | oading the | CPUs
of conmmon classification into enpty tubes that are buttoned at
one end and automatically buttoning the other end of the tubes
when they are | oaded with | CPUs of conmmon cl assification, and

m linking the conditioning station, the environnental
test station, the anbient tenperature test station, the
orientation station, the degreasing station, the marking
station, the ultraviolet station, the | ead straightening
station and the binning, buttoning and packing station
together in a continuous cooperative assenbly to permt the
unencl osed I1CPUs to be transported automatically fromstation
to station and integrating all individual operations to forma
conpletely integrated auto testing and finishing systemthat
enables the ICPUs to be automatically transported, while
unencl osed, fromstation to station such that the automated
linking of stations elimnates nmanual | oadi ng and unl oadi ng of
| CPUs at each station.



